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DETAILED ACTION 

Election/Restrictions 

1 . An Election of the Species was made to Figures 3, 4A-4C, and 9A-9C. 
Applicant's arguments filed June 3, 2008 were persuasive, and therefore, claims 3, 4, 
11-13, 22, and 23 are hereby rejoined and fully examined for patentability under 37 CFR 
1.104. 

2. Because all claims previously withdrawn from consideration under 37 CFR 1 .142 
have been rejoined, the restriction requirement as set forth in the Office action 
mailed on October 24, 2007 is hereby withdrawn. In view of the withdrawal of the 
restriction requirement as to the rejoined inventions, applicant(s) are advised that if any 
claim presented in a continuation or divisional application is anticipated by, or includes 
all the limitations of, a claim that is allowable in the present application, such claim may 
be subject to provisional statutory and/or nonstatutory double patenting rejections over 
the claims of the instant application. Once the restriction requirement is withdrawn, the 
provisions of 35 U.S.C. 121 are no longer applicable. See In re Ziegler, 443 F.2d 121 1 , 
1 21 5, 1 70 USPQ 1 29, 1 31 -32 (CCPA 1 971 ). See also MPEP § 804.01 . 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 22 and 24-25 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 24-25 are new claims that recite the 
limitation to "the rotor and the case are structured such that at least one of the rotor and 
the case can selectively move between a first position where the rotor and the case are 
in contact with each other and a second position where the rotor and the case are 
separate from each other". In the original disclosure, the applicant does not disclose 
how the apparatus "selectively moves between a first position where the rotor and the 
case are in contact with each other and a second position where the rotor and the case 
are separate from each other". What causes the rotor or case to "selectively move"? 
What does the applicant intend to limit by using the functional language of "selectively 
moves"? Furthermore, "the rotor and the case are structured such that at least one of 
the rotor and the case can selectively move between a first position where the rotor and 
the case are in contact with each other and a second position where the rotor and the 
case are separate from each other" is considered functional language. If the apparatus 
is capable of producing this function by either the rotor or case, then it has the 
"structure" to perform this function. "[A]pparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 
1525, 1528 (Fed. Cir. 1990). (See MPEP 21 14)). In addition, method claims are more 
appropriate to describing the functioning of an apparatus, with specific steps disclosing when an 
apparatus functions a certain way and at a specific time or condition. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by any 
one of the following NAKAMURA (European Patent Application EP-0933532-A2), 
OSTBERG (World Intellectual Property Application Number WO 98/42984), and 
ADORJAN (World Intellectual Property Application Number WO 98/03794). 

Claims 6-9, 15, 22, and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by OSTBERG. 

Regarding claim 1, NAKAMURA, OSTBERG, and ADORJAN disclose: 

• A pump, comprising: 

• a case ((1 ) of NAKAMURA; (2) of OSTBERG; (1 0) of ADORJAN) having a 
hollow inside (see Figures 2-4 of NAKAMURA; see Figures 2, 4, 6, and 8-9 of 
OSTBERG; see Figures 1 and 4 of ADORJAN) defined by an inner wall surface 
(see Figures 2-4 of NAKAMURA; (1 0, 11 ) of OSTBERG; (1 3, 1 6) of ADORJAN) 
thereof and including a first through hole ((K) of NAKAMURA; (4) of OSTBERG; 
(14) of ADORJAN) through which fluid is sucked in the hollow (see Figure 2 of 
NAKAMURA; see Figures 2, 4, 6, and 8-9 of OSTBERG; see Figures 1 and 4 of 
ADORJAN) and a second through hole ((D) of NAKAMURA; (5) of OSTBERG; 
(15, 17) of ADORJAN) through which the fluid is ejected from the hollow (see 
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Figure 2 of NAKAMURA; see Figures 2, 4, 6, and 8-9 of OSTBERG; see Figures 
1 and 4 of ADORJAN); 

• a rotor ((4) of NAKAMURA; (3) of OSTBERG; (20) of ADORJAN) that is 
rotatable in the hollow and having a rotary shaft ((10) of NAKAMURA; (18) of 
OSTBERG; (20) of ADORJAN) and a through groove ((4B) of NAKAMURA; see 
Figures 2, 4, 6, and 8-9 of OSTBERG which shows a through groove in which 
the partition (12) slides in; (22) of ADORJAN) formed on the rotor in a direction 
across the rotary shaft (see Figures 2-4 of NAKAMURA; see Figures 2, 4, 6, and 
8-9 of OSTBERG; see Figures 1 and 4 of ADORJAN); and 

• a partition ((7) of NAKAMURA; (12) of OSTBERG; (21, 30) of ADORJAN) 
supported in the through groove slidably in the direction across the rotary shaft 
(see Figures 2-4 of NAKAMURA; see Figures 2, 4, 6, and 8-9 of OSTBERG; see 
Figures 1 and 4 of ADORJAN), the partition being rotatable with the rotor with at 
least both ends of the partition, with respect to the direction across the rotary 
shall, in constant contact with the inner wall surface defining the hollow upon 
rotation of the rotor, wherein: 

• the hollow is partitioned into a plurality of chambers each enclosed by the case, 
the rotor, and the partition member (see Figures 3a-3D of NAKAMURA and 
Column 7, 1J0028 - Column 8, 1J0033; see Figures 2, 4, 6, and 8-9 of OSTBERG 
and Page 8, line 10 - Page 10, line 8; see Figures 1 and 4 of ADORJAN and 
Page 7, line 20 - Page 9, line 24), and 
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• when the first through hole and the second through hole are on a same side with 
respect to the partition, a fluid resistance between the first through hole and the 
second through hole is variable (see Figures 3A-3B of NAKAMURA and Column 
7, 1J0028 - Column 8, 1J0033; see Figures 2, 4, 6, and 8-9 of OSTBERG and 
Page 8, line 10 - Page 10, line 8 (it is inherent that the first through hole (inlet) 
and the second through hole (outlet) have different fluid resistances because the 
fluid has been compressed and forced to move from the first position to the 
second position due to the rotational movement of the rotor and partition); see 
Figures 1 and 4 of ADORJAN and Page 7, line 20 - Page 9, line 24). 

Regarding claim 2, NAKAMURA, OSTBERG, and ADORJAN disclose: 

• the rotor is rotatable and in constant or intermittent contact with the inner wall 
surface defining the hollow (see Figures 3A-3D of NAKAMURA and Column 7, 
H0028 - Column 8, 1J0033; see Figures 2, 4, 6, and 8-9 of OSTBERG and Page 

8, line 1 0 - Page 1 0, line 8; see Figures 1 and 4 of ADORJAN and Page 7, line 
20 - Page 9, line 24), and when the rotor is at least in contact with the inner wall 
surface, the first through hole and the second through hole are present in 
different chambers (see Figures 3A-3D of NAKAMURA and Column 7, 1J0028 - 
Column 8, 1J0033; see Figures 2, 4, 6, and 8-9 of OSTBERG and Page 8, line 10 
- Page 10, line 8; see Figures 1 and 4 of ADORJAN and Page 7, line 20 - Page 

9, line 24). 

Regarding claim 6, OSTBERG discloses: 
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• the fluid resistance is changed when the rotor is moved between a position 
making contact with the inner wall surface defining the hollow and a position 
where the rotor does not make contact with the inner wall surface (see Figures 
2, 4, 6, and 8-9 and Page 8, line 10 - Page 10, line 8). 

Regarding claim 7, OSTBERG discloses: 

• the fluid resistance is changed when a part of the inner wall surface defining the 
hollow is moved between a position making contact with the inner wall surface 
defining the hollow and a position that does not make contact with the inner wall 
surface (see Figures 2, 4, 6, and 8-9 and Page 8, line 1 0 - Page 1 0, line 8). 

Regarding claim 8, OSTBERG discloses: 

• the rotor has a cut portion on an outer peripheral surface around the rotor (see 
Figures 2, 4, 6, and 8-9 where the cut portion on the outer peripheral surface of 
the rotor is at the groove) and the rotor rotates in constant or intermittent contact 
with a first position of the inner wall surface defining the hollow (see Figures 2, 4, 
6, and 8-9 and Page 8, line 10- Page 10, line 8), and the fluid resistance is 
changed in accordance with a position of the cut portion changing by rotating of 
the rotor with respect to the first through hole and the second through hole (see 
Figures 2, 4, 6, and 8-9 and Page 8, line 10 - Page 10, line 8 (it is inherent that 
the first through hole (inlet) and the second through hole (outlet) have different 
fluid resistances because the fluid has been compressed and forced to move 
from the first position to the second position due to the rotational movement of 
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the rotor and partition), furthermore, the fluid resistance is changed depending 
on the relative location of the partition). 
Regarding claim 9, OSTBERG discloses: 

• the rotor has a communication passage (see Figures 2, 4, 6, and 8-9 where the 
communication passage is at the groove) connecting two places on the outer 
peripheral surface (see Figures 2, 4, 6, and 8-9) and the rotor rotates in constant 
or intermittent contact with a first position of the inner wall surface defining the 
hollow (; see Figures 2, 4, 6, and 8-9 of OSTBERG and Page 8, line 10 - Page 
10, line 8), and the fluid resistance is changed in accordance with a position of 
the communication passage changing by rotating the rotor with respect to the 
first through hole and the second through hole (see Figures 2, 4, 6, and 8-9 and 
Page 8, line 1 0 - Page 1 0, line 8 (it is inherent that the first through hole (inlet) 
and the second through hole (outlet) have different fluid resistances because the 
fluid has been compressed and forced to move from the first position to the 
second position due to the rotational movement of the rotor and partition), 
furthermore, the fluid resistance is changed depending on the location of the 
partition). 

Regarding claim 15, OSTBERG discloses: 

• when the rotor is stopped at a rotational position when the pump is not in 
operation, the rotor has a passage (the passage is formed by the movement of 
the wall "A") that provides communication between the first through hole and the 
second through hole (see Figures 4 and 9 that show a position of the partition 



Application/Control Number: 10/790,827 Page 9 

Art Unit: 3748 

and rotor that allows communication between the first and second through hole 
when the passage is formed by the wall due to the movement shown as "A" in 
Figure 2). 

Regarding claim 22, OSTBERG further discloses the following limitations not already 
disclosed above in claim 1 : 

• the rotor and the case are structured such that the rotor and the case can 
selectively move between a first position where the rotor and the case are in 
contact with each other and a second position where the rotor and the case are 
separate from each other (see Figures 2, 4, 6, and 8-9 and Page 8, line 10 - 
Page 10, line 8 that discloses the case selectively moving in the event of 
excessive pressure or during entrapment of debris). 

Regarding claim 24, OSTBERG discloses: 

• the rotor and the case are structured such that at least one of the rotor and the 
case can selectively move between a first position where the rotor and the case 
are in contact with each other and a second position where the rotor and the 
case are separate from each other (see Figures 2, 4, 6, and 8-9 and Page 8, line 
10 - Page 10, line 8 that discloses the case selectively moving in the event of 
excessive pressure or during entrapment of debris). 

7. Claim 23 is rejected under 35 U.S.C. 102(b) as being anticipated by 
BEIDLER ETAL (U.S. Patent 1,952,834). 
Regarding claim 23, BEIDLER ET AL discloses: 

• A pump, comprising: 
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• a case (1 0) having a hollow inside (see Figure 2) defined by an inner wall 
surface thereof and including a first through hole (12) through which fluid is 
sucked in the hollow (see Figure 2 and Page 1 , lines 38-43) and a second 
through hole (13) through which the fluid is ejected from the hollow (see Figure 2 
and Page 1, lines 38-43); 

• a rotor (14) that is rotatable in the hollow and having a rotary shaft (Page 1 , 
lines 43-50) and a first through groove and a second through groove formed on 
the rotor in a direction across the rotary shaft (see Figure 2, which shows 2 
grooves at 90 degrees from one another); 

• a partition (19) supported in the first through groove (see Figure 2) slidable in the 
direction across the rotary shaft (Page 1 , lines 43-50), the partition being 
rotatable with the rotor with at least both ends of the partition member (see 
Figure 2), with respect to the direction across the rotary shaft, in constant 
contact with the inner wall surface defining the hollow upon rotation of the rotor 
(see Figure 2 that shows the interface of the partition with the inner wall surface, 
shown as a circle in Figure 2), wherein a first end of the second through groove 
is adjacent to the first through hole and a second end of the second through 
groove is adjacent to the second through hole when the rotor is not rotating (see 
Figure 2 that shows the second through groove containing partition (18) is 
adjacent the first through hole (12), and the second end opposite the first end is 
adjacent the second through hole (13). The limitation directed to the condition of 
"when the rotor is not rotating" is given little weight, since the pump of BEIDLER 
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ET AL is capable of having first end of the second through groove being 
adjacent to the first through hole and a second end of the second through 
groove being adjacent to the second through hole when the rotor is not rotating). 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
any one of the following: NAKAMURA, OSTBERG, orADORjAN in view of 
COLLINS (U.S. Patent 2,903,971). 

NAKAMURA, OSTBERG, and ADORJAN disclose the claimed invention as discussed 
above, however, fails to disclose a sliding member that is disposed on each side of the 
partition, wherein a sliding friction resistance between the sliding member and the 
through groove of the rotor is smaller than a sliding friction resistance between the 
through groove of the rotor and the partition, and the a length of the sliding member is 
shorter than a length of the partition member with respect to the direction across the 
rotor. 

Regarding claim 3, COLLINS teaches: 

• a sliding member (28, 29) that is disposed on each side of the partition (see 
Figures 1-4), wherein a sliding friction resistance between the sliding member 
and the through groove of the rotor is smaller than a sliding friction resistance 
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between the through groove of the rotor and the partition (see Figure 4 and 
Column 2, lines 46-53 that discloses the sliding member that is disposed on 
each side of the partition is fixed to the rotor, and therefore, fixed with respect to 
the rotor groove, and therefore, it is inherent that there is no sliding friction 
resistance between the sliding member and the groove of the rotor. 
Furthermore, the partition (40) reciprocates in the groove (Column 2, lines 61- 
67), and therefore, the sliding friction between the sliding member and the 
through groove of the rotor is smaller than a sliding friction resistance between 
the through groove of the rotor and the partition, since the partition is able to 
slide in the groove). 
Regarding claim 4, COLLINS teaches: 

• a length of the sliding member is shorter than a length of the partition member 
with respect to the direction across the rotor (see Figure 1 ). 
It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have a sliding member disposed on either side of the 
partition in the pumps of NAKAMURA, OSTBERG, or ADORJAN, in order to allow the 
partition to slide freely, which allows an increased pump efficiency, since the pump does 
not have to overcome a high resistance to movement of the partition. 
10. Claim 10 is also rejected under 35 U.S.C. 103(a) as being unpatentable over 
any one of the following: NAKAMURA, OSTBERG, or ADORJAN. 
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NAKAMURA, OSTBERG, and ADORJAN disclose the claimed invention, as discussed 
above, however, fail to disclose the second through hole is formed on the upper vertical 
side of the case. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the second through hole on the upper vertical side of the 
case in any of the pumps of NAKAMURA, OSTBERG, or ADORJAN, in order to allow 
any gas bubbles to escape from the pump. Furthermore, it has been held that 
rearranging parts of an invention involves only routine skill in the art. 
11. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over any one of the following: NAKAMURA, OSTBERG, or ADORJAN in view of 
MATSUMOTO ET AL (U.S. Patent 6,688,865 B1). 

NAKAMURA, OSTBERG, and ADORJAN disclose the claimed invention as discussed 
above, however, fails to disclose the partition having the flexibly to bend in a direction 
opposite to the rotational direction of the rotor in contact with the inner wall surface of 
the case and closely make contact with the inner wall surface of the case, the partition 
is shaped thinner toward edge portions, and the partition has a first portion formed of a 
first material that allows the first portion to flexibly deform in contact with the case and a 
second portion formed of a second material that allows the second portion to deform 
less flexibly than the first portion, and a friction resistance between the first portion and 
the rotor is greater than a friction resistance between the second portion and the rotor. 
Regarding claim 1 1 , MATSUMOTO ET AL teaches: 
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• a partition (49) flexibly deform to bend in a direction opposite to the rotational 
direction of the rotor in contact with the inner wall surface of the case and closely 
make contact with the inner wall surface of the case (see Figure 13). 

Regarding claim 12, MATSUMOTO ET AL teaches: 

• the partition is shaped thinner toward edge portions (see Figures 13-14 and 
16A-16 D). 

Regarding claim 13, MATSUMOTO ET AL teaches: 

• the partition has a first portion formed of a first material (55) that allows the first 
portion to flexibly deform in contact with the case (see Figures 13, and 16A-16D) 
and a second portion formed of a second material that allows the second portion 
to deform less flexibly than the first portion (see Figures 13-14, and 16A-16D 
that shows the first and second materials being different, Column 4, line 66 - 
Column 5, line 31 )), and a friction resistance between the first portion and the 
rotor is greater than a friction resistance between the second portion and the 
rotor (see Figure 15). 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have the partition having the flexibly to bend in a direction 
opposite to the rotational direction of the rotor in contact with the inner wall surface of 
the case and closely make contact with the inner wall surface of the case, the partition 
is shaped thinner toward edge portions, and the partition has a first portion formed of a 
first material that allows the first portion to flexibly deform in contact with the case and a 
second portion formed of a second material that allows the second portion to deform 
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less flexibly than the first portion, and a friction resistance between the first portion and 
the rotor is greater than a friction resistance between the second portion and the rotor in 
the pumps of any one of NAKAMURA, OSTBERG, or ADORJAN, in order to provide 
sealing for the partition to the hollow. Furthermore, it would have been obvious to one 
having ordinary skill in the art to utilize the sealing of the partition as taught by 
MATSUMOTO ET AL in the pumps of NAKAMURA, OSTBERG, or ADORJAN, since it 
requires routine skill in the art to combine prior art elements according to known 
methods to yield predictable results. 

12. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over any one of the following: NAKAMURA, OSTBERG, or ADORJAN in view of 
TAKEHIKO (Japanese Patent Publication JP 7-80304 B2). 

NAKAMURA, OSTBERG, and ADORJAN disclose the claimed invention above. In the 
event that NAKAMURA and OSTBERG fail to disclose the claimed limitations of claim 
15, a further rejection is presented below for NAKAMURA and OSTBERG. 
NAKAMURA, OSTBERG, and ADORJAN also fail to disclose a metal needle having a 
fluid passage inside connected to the first through hole. 
Regarding claim 14, TAKEHIKO teaches: 

• a metal needle (16) having a fluid passage inside (see Figure 1) is directly 
connected to the first through hole (see Figure 1). 
Regarding claim 15, TAKEHIKO teaches: 
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• when the rotor stops at a rotational position when the pump is not in operation, 
the rotor has a passage that provides communication between the first through 
hole and the second through hole (see ABSTRACT). 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have when the rotor stops at a rotational position when the 
pump is not in operation, the rotor has a passage that provides communication between 
the first through hole and the second through hole in any one of the pumps of 
NAKAMURA, OSTBERG, or ADORJAN, in order to provide communication in an ink jet 
printer which operates by negative pressure, and thus, requires an open passage 
between the first and second through hole. Ink jet printers utilize the pump only to 
provide ink when the ink level is at a specific location or to purge the system, and thus, 
it would be obvious to stop the rotor at a position which provides communication 
between the first and second through holes, so that the pump does not have to rotate in 
order to print when the ink levels are above a specific location (see ABSTRACT and 
patent publication of TAKEHIKO). 

13. Claims 16, 18 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over any one of the following: NAKAMURA, OSTBERG, or 
ADORJAN in view of TAKEHIKO. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
OSTBERG in view of TAKEHIKO. 

Regarding claim 16, NAKAMURA, OSTBERG, and ADORJAN discloses the pump as 
discussed above in claim 1 and further discloses: 
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• when the first through hole and the second through hole of the pump are on the 
same side with respect to the partition, a fluid resistance between the first 
through hole and the second through hole is variable in a first chamber where 
the first through hole and the second through hole are present out of two 
chambers that are formed in the hollow partitioned by the partition (see Figures 
3A-3D of NAKAMURA and Column 7, 1f0028 - Column 8, 1J0033; see Figures 2, 
4, 6, and 8-9 of OSTBERG and Page 8, line 1 0 - Page 1 0, line 8 (it is inherent 
that the first through hole (inlet) and the second through hole (outlet) have 
different fluid resistances because the fluid has been compressed and forced to 
move from the first position to the second position due to the rotational 
movement of the rotor and partition); see Figures 1 and 4 of ADORJAN and 
Page 7, line 20 - Page 9, line 24). 

Regarding claim 25, OSTBERG discloses the claimed invention as discussed above in 
claim 24. 

However, NAKAMURA, OSTBERG, and ADORJAN fails to disclose the pump used in 
an ink jet printer. 

Regarding claim 16, TAKEHIKO teaches: 

• An inkjet printer comprising: 

• an inkjet head (1) that ejects ink toward a recording medium (see Figures 1 and 
4, and see ABSTRACT and Page 2); 

• an ink tank (1 8, 1 3) that contains ink (2) for supplying the inkjet head (see Figure 
1)- 
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Regarding claim 18, TAKEHIKO teaches: 

• a metal needle (16) having a fluid passage inside (see Figure 1) is directly 
connected to the first through hole (see Figure 1) and a tip of the needle is stuck 
in the ink tank (see Figure 1 ). 

Regarding claim 21 , TAKEHIKO teaches: 

• when the rotor is stopped at a rotational position when the pump is not in 
operation, the rotor has a passage that provides communication between the 
first through hole and the second through hole with the rotor stopped at the 
rotational position (see ABSTRACT), and when ink is ejected from the inkjet 
head with the rotor stopped at the rotational position, ink is supplied from the ink 
tank via the passage to the inkjet head (see ABSTRACT and Figure 1 ). 

Furthermore, TAKEHIKO teaches that a pump is used in an inkjet printer in order to 
provide ink when the ink is below a specific level. During normal operations, 
TAKEHIKO teaches that the pump does not rotate and the rotor stops at a rotational 
position where there is communication between the first through hole and the second 
through hole in order to provide ink to the head, since an ink jet printer supplies ink to 
the head normally by negative pressure (see ABSTRACT and patent publication of 
TAKEHIKO). 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have used the pump of NAKAMURA, OSTBERG, and 
ADORJAN in an inkjet printer, since it requires only routine skill in the art to change the 
type of pump used in an apparatus. Furthermore, it would be obvious to stop the rotor 
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at a position which provides communication between the first and second through holes 
in any of the pumps of NAKAMURA, OSTBERG, and ADORJAN, so that the negative 
pressure is used to supply the ink to the ink head in an ink jet printer, and thus, no 
energy is used for the pumping operation (see ABSTRACT and patent publication of 
TAKEHIKO). 

14. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over any 
one of the following modified pumps for use in an ink jet printer: NAKAMURA, 
OSTBERG, or ADORJAN as applied to claim 16 above, and further in view of 
either one ofHINO (U.S. Patent 6,561,637 B2) or MARUYAMA (U.S. Patent 
4,380,770). 

The modified ink jet printer system of NAKAMURA, OSTBERG, and ADORJAN 
discloses the claimed invention, including an ink passage connecting the pump and the 
inkjet head is formed with a portion that is connected to the second through hole (see 
TAKEHIKO Figure 1 ). However, the modified ink jet printer system of NAKAMURA, 
OSTBERG, and ADORJAN fails to disclose the second through hole faces vertically 
and a filter is placed horizontally. HINO and MARUYAMA teach filters in an inkjet 
printer (see (17f, 26) of HINO and Figures 5A and 6; see Figure 6 of MARUYAMA and 
Column 5, line 67 — Column 6, line 14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the second through hole on the upper vertical side of the 
case in any of the modified ink jet printer systems of NAKAMURA, OSTBERG, or 
ADORJAN, in order to allow any gas bubbles to escape from the pump. In addition, it 
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would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have a filter disposed in the portion between the second through hole and 
the inkjet head and placed in a horizontal position in the modified ink jet printer systems 
of NAKAMURA, OSTBERG, or ADORJAN, in order to filter out any foreign particles 
prior to the ink reaching the inkjet head, and thus, reducing clogs in the inkjet head. It 
has been held that rearranging parts of an invention involves only routine skill in the art, 
and therefore, orientation of the second through hole in the vertical position and the filter 
to be in the horizontal position, or in any desired orientation, would require only routine 
skill in the art. 

15. Claim 20 is rejected under 35 U.S.C. 103(a) as being obvious over any one 
of the following modified pumps for use in an ink jet printer: NAKAMURA, 
OSTBERG, orADORjAN as applied to claim 16 above. 

NAKAMURA, OSTBERG, and ADORJAN disclose the claimed invention, as discussed 
above, however, fail to disclose the second through hole is formed on the upper vertical 
side of the case. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the second through hole on the upper vertical side of the 
case in any of the modified inkjet printer systems of NAKAMURA, OSTBERG, or 
ADORJAN, in order to allow any gas bubbles to escape from the pump. Furthermore, it 
has been held that rearranging parts of an invention involves only routine skill in the art. 
Double Patenting 

16. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



17. Claims 1-2, 6-9, 14-16, and 21-25 are each rejected on the ground of 
nonstatutory double patenting over claim 4/1 of U. S. Patent No. 7,393,090 B2 
since the claims, if allowed, would improperly extend the "right to exclude" 
already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: a pump including a case/housing having a hollow 
and including a first through hole/ink suction inlet which fluid is sucked into a hollow, a 
second through hole/ink discharge outlet through which the fluid is ejected from the 
hollow, a rotor that is rotatable in the hollow and having a rotary shaft/pump drive 
mechanism, a partition supported by the rotor, both ends of the partition in constant 
contact with the inner wall surface, and a fluid resistance between the first through hole 
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and the second through hole is variable (it is inherent that the first through hole and the 
second through hole is variable, since claim 1 of patent 7,393,090 B2 discloses a 
control unit that performs a first control for controlling the pump drive mechanism to 
rotate the rotor at a rotating speed in which ink is supplied from the ink tank to the print 
head through the pump and ejected from the print head, and a second control for 
controlling the pump drive mechanism to stop the partition member at a position where 
flow resistance in a passage from the ink suction inlet to the ink discharge outlet 
becomes greater than during printing), an inkjet head/print head, and an ink tank. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

18. Claims 1-2, 6-9, 14-16, and 21-25 are each rejected on the ground of 
nonstatutory double patenting over claim 6/5/1 of U. S. Patent No. 7,360,878 B2 
since the claims, if allowed, would improperly extend the "right to exclude" 
already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: a pump including a case/housing having a hollow 
and including a first through hole/ink suction inlet which fluid is sucked into a hollow, a 
second through hole/ink discharge outlet through which the fluid is ejected from the 
hollow, a rotor that is rotatable in the hollow and having a rotary shaft/pump drive 
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mechanism, a partition supported by the rotor, both ends of the partition in constant 
contact with the inner wall surface, and a fluid resistance between the first through hole 
and the second through hole is variable (it is inherent that the first through hole and the 
second through hole is variable, since claim 1 of patent 7,360,878 B2 discloses a 
control unit that performs a first control for controlling the pump drive mechanism to 
rotate the rotor at a rotating speed in which ink is supplied from the ink tank to the print 
head through the pump and ejected from the print head, and a second control for 
controlling the pump drive mechanism to rotate the rotor at a rotating speed in which ink 
is not ejected from the print head, and therefore, is capable of performing the function of 
the fluid resistance between the first and second through hole is variable), an inkjet 
head/print head, and an ink tank. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

19. Claims 1-2, 6-9, 14-16, and 21-25 are each rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claim 6/1 of U.S. Patent No. 7,192,263 B2 in view of any one of NAKAMURA, 
OSTBERG, andADORJAN. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because Patent 7,192,263 B2 comprises of: a pump including a 
case/housing having a hollow/cylindrical wall and including a first through hole/inlet port 
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which fluid is sucked into a hollow/cylindrical wall, a second through hole/outlet port 
through which the fluid is ejected from the hollow/cylindrical wall, a rotor that is rotatable 
in the hollow/cylindrical wall, a partition/separating member supported by the rotor, both 
ends of the partition/separating member in constant contact with the inner wall surface, 
and a fluid resistance between the first through hole and the second through hole is 
variable (it is inherent that the first through hole/inlet port and the second through 
hole/outlet port is variable (claim 1 of patent 7,192,263 B2 discloses a curved face 
having a larger radius of curvature than the rotor is formed at a limited circumferential 
angular region at an outer peripheral surface of the rotor. It is inherent that this limited 
curved face produces a fluid resistance between the first through hole/inlet port and the 
second through hole/outlet port), an inkjet head, and an ink tank/ink cartridge. 
However, patent 7,192,263 B2 fails to disclose the first through hole and the second 
through hole are on the same side with respect to the partition. 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have the first through hole/inlet port and second through 
hole/outlet port on the same side of the partition in Patent 7,192,263 B3, since it 
requires only routine skill in the art to locate the first through hole/inlet port adjacent to 
the second through hole/outlet port, as evidence by NAKAMURA, OSTBERG, and 
ADORJAN. 

Response to Arguments 

20. Applicant's arguments with respect to the 35 U.S.C. § 1 02(b) and 35 U.S.C. 
§1 03(a) filed June 3, 2008 have been fully considered but they are not persuasive. 
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21 . With regards to the 1 02(b) rejection of claim 1 , applicant argues that references 
(NAKAMURA, OSTBERG, and ADORJAN) fails to disclose when the first through hole 
and the second through hole are on the same side with respect to the partition that the 
fluid resistance between the first through hole and the second through hole is variable. 
The claim language of "a fluid resistance between the first through hole and the second 
through hole is variable" is functional language. The use of the functional language only 
requires that the apparatus is capable of performing the function. "[Apparatus claims 
cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 
909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). (See MPEP 2114). 
Furthermore, the broadest reasonable interpretation is used when interpreting the claim 
limitation. In the applicant's current application, the fluid resistance between the first 
through hole and the second through hole is variable, can be interpreted to mean in the 
current application that from Figure 4B to 4C, the fluid resistance is variable between 
Figure 4B and 4C, since Figure 4B has one fluid resistance between the first through 
hole and the second through hole that is different from the fluid resistance in Figure 4C, 
due to the rotation of the rotor and movement of the vane. Fluid resistance has been 
interpreted in the prior art of NAKAMURA and ADORJAN to mean the difference 
between the fluid resistance at the first through hole and at the second through hole. 
The current claim limitation does not include the limitation to a connection between the 
first through hole and the second through hole that causes the "fluid resistance" and that 
the "fluid resistance is variable" due to the connection and non-connection between the 
first and second through hole. Reciting positive structural limitations that the applicant's 
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pump uses to meet this limitation or reciting a method claim disclosing how the applicant's 
apparatus works and varies "the fluid resistance" is recommended by the Examiner. 

22. NAKAMURA does show the first and second through hole on the same side of 
the partition (see Figures 3A-3B). With regards to the functional language of "a fluid 
resistance between the first through hole and the second through hole is variable", 
NAKAMURA is capable of meeting this functional language. As shown in Figures 3A- 
3D, the rotor rotates the fluid resistance between the vane and first through hole and 
second through hole is variable. Using the broadest reasonable interpretation, the fluid 
resistance between the first through hole and the second through hole is variable, due 
to the rotation of the rotor and movement of the vane (see Figures 3A-3B, that show the 
difference in fluid volume due to the location of the rotor and vane during the rotor's 
rotation when the first and second through hole are on the same side of the partition). 

23. OSTBERG does show the first and second through hole on the same side of the 
partition (see Figures 4 and 9). With regards to the functional language of "a fluid 
resistance between the first through hole and the second through hole is variable", 
OSTBERG is capable of meeting this functional language (see Figures 2, 4, 6, and 8-9 
and Page 8, line 1 0 - Page 1 0, line 8). OSTBERG discloses movement of the wall in 
direction "A" due to excessive pressure or debris. The rotor rotates with the partition 
changing to positions shown in Figures 4 and 10, and therefore, OSTBERG is capable 
of varying the fluid resistance between the first through hole and second through hole 
when the first and second through holes are on the same side of the partition. 
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24. ADORJAN does show the first and second through hole on the same side of the 
partition (see Figures 1 and 4). With regards to the functional language of "a fluid 
resistance between the first through hole and the second through hole is variable", 
ADORJAN is capable of meeting this functional language. As shown in Figures 1 and 
4, the rotor rotates the fluid resistance between the vane and first through hole and 
second through hole is variable due to varying amounts of fluid acting on the vane 
during the rotation of the rotor. Using the broadest reasonable interpretation, the fluid 
resistance between the first through hole and the second through hole is variable, due 
to the rotation of the rotor causes a varying volume of fluid to be in contact with the first 
and second through hole. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARY A. DAVIS whose telephone number is (571)272- 
9965. The examiner can normally be reached on Monday thru Thursday; 6:30 am - 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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